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DETAILED ACTION 

This Action is in regards to the Reply received on 23 March, 2005. 

Response to Amendment 

1 . This action is responsive to the application filed on 23 March, 2005. Claims 11- 
14 have been deleted. Claims 1, 6, 15, 16, and 17 have been amended. Claims 1-10, 
and 15-17 are pending, and represent a method and system for a "sidebar functionality 
in a regular conference system". 



Response to Arguments 

2. Applicant's arguments with respect to claims 1, 6, 15, 16, and 17 have been 
carefully considered, but are not deemed fully persuasive. Applicant's arguments are 
deemed moot in view of the following new ground of rejection as explained here below, 
necessitated by Applicant substantial amendment (i.e., a method wherein the audio 
stream of the first user and the audio stream of the second user are only audible to the 
first user and the second user) to the claims which significantly affected the scope 
thereof. 

The dependent claims stand rejected as articulated in the First Office Action and 
all objections not addressed in Applicant's response are herein reiterated. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-10, and 15-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hirni et al (U.S. Patent No. 6,731,609 B1) in view of Beyda et al (U.S. 
Patent No. 6,404,873). 

Regarding claim 1: Hirni et al disclose the invention substantially as claimed. 
Hirni et al teach a method of conferencing {column 15, lines 9-14), the method 
comprising: 

establishing a conference between a first user, the first user having an audio 
stream, and a second user, the second user having an audio stream, the conference 
having an audio stream {fig. 2A, items 43-43', and 44; column 6, lines 14-21; column 30, 
lines 3; column 3, lines 40-42; note that the audio of the agent is the audio of the 
conference)] 

creating a temporary conference (fig. 2A, items 43-43', and 44; column 6, lines 
14-21)] 

directing the audio stream of the conference {column 10, lines 60-62) to the 
temporary call conference; and 
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Hirni et al further teach directing the audio stream of the first user to the 
temporary conference; and directing the audio stream of the second user to the 
temporary call conference, (column 10, lines 63-67), However, Hirni et al fail to 
specifically disclose a method of sidebar conference wherein, the audio stream of the 
first user and the audio stream of the second user are only audible to the first user and 
the second user. 

In the same field of endeavor, Beyda et al disclose "a subconference system and 
method... enabling conferees to establish subconferences during the main conference 
while still being able to listen in the main conference conversations. . .and that the 
existence of the subconference call is shielded from the other conferees." [see Beyda; 
column 7, lines 44-56]. In the same paragraph Beyda also teaches in details the 
temporary conference call of the step above. 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Beyda et al's teachings of 
using a sidebar with the teachings of Hirni et al, for the purpose of improving the ability 
of a network ". . . to provide method for establishing and managing a secondary 
subconference call within a conference call.." as stated by Beyda in lines 10-12 of 
column 4. By this rationale, claim 1 is rejected. 

Regarding claims 2, and 7: The combination Hirni- Beyda discloses the 
method of claim 1 and the system of claim 6, further comprising prompting the first user 
for information indicating the identity of the second user [see Beyda; column 4, lines 30- 
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48]. The same motivation that was used for claim 1 is also valid for claims 2 and 7[see 
Beyda, column 7, lines 44-56]. By this rationale, claims 2 and 7 are rejected. 

Regarding claims 3, and 8: The combination Hirni- Beyda teaches the method 
of claim 2, and the system of claim 7, wherein prompting the user includes presenting a 
menu to the user [see Beyda; column 4, lines 30-48]. The same motivation that was 
used for claim 1 is also valid for claims 3 and 8 [see Beyda, column 7, lines 44-56]. By 
this rationale, claims 3 and 8 are rejected. 

Regarding claim 4, and 9: The combination Hirni- Beyda teaches the method 
of claim 2, and the system of claim 7 further comprising receiving and processing voice 
commands from the first user [see Beyda; column 5, lines 30-47]. The same motivation 
that was used for claim 1 is also valid for claims 4 and 9 [see Beyda, column 7, lines 44- 
56]. By this rationale claims 4, and 9 are rejected. 

Regarding claim 5, and 10: The combination Hirni- Beyda teaches the method 
of claim 1 , and the system of claim 6, further comprising determining whether the 
second user desires to enter the sidebar with the first user [see Beyda; column 6, lines 
35-60]. The same motivation that was used for claim 1 is also valid for claims 5 and 10 
[see Beyda, column 7, lines 44-56]. By this rationale claims 5, and 10 are rejected. 

Regarding claim 6: The combination Hirni- Beyda discloses a device for 
conducting a sidebar conference [see Beyda; fig. 1, items 30] between a first user and a 
second user, the device comprising: 

means for establishing a call conference between a first user, the first user 
having an audio stream, and a second user, the second user having an audio stream, 
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the conference having an audio stream [see Hirni; fig. 2A, items 43-43', and 44; column 
6, lines 14-21; column 30, lines 3; column 3, lines 40-42; note that the audio of the 
agent is the audio of the conference]] 

means for creating a temporary call conference [see Hirni; fig. 2A, items 43-43\ 
and 44; column 6, lines 14-21]\ 

means for directing the audio stream of the conference to the temporary call 
conference [see Hirni; column 10, lines 60-62]] and 

means for directing the audio stream of the first user to the temporary 
conference and directing the audio stream of the second user to the temporary 
conference wherein the audio stream of the first user and the audio stream of the 
second user are only audible to the user and the second user [see Beyda ; column7 } 
lines 44-56; see Hirni; column 10, lines 63-67]. The same motivation that was used for 
claim 1 is also valid for claim 6[see Beyda, column 7, lines 44-56]. By this rationale 
claim 6 is rejected. 

Regarding claim 15: The combination Hirni- Beyda teaches a method for 
establishing a sidebar conference [see Beyda; fig. 1, items 30] between a first user and 
a second user, within a on-going conference, the on-going conference having an audio 
stream, the first user having an audio stream, the second user having an audio stream, 
the method comprising the steps of: 

directing the audio stream of the conference to the sidebar conference [see Hirni; 
column 10, lines 60-62]] and 
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directing the audio stream of the first user to the temporary conference and 
directing the audio stream of the second user to the temporary conference, wherein the 
audio stream of the first user and the audio stream of the second user are only audible 
to the first user and the second user [see Beyda ; column7, lines 44-56; see Hirni; 
column 10, lines 63-67]. The same motivation that was used for claim 1 is also valid for 
claim 15[see Beyda, column 7, lines 44-56]. By this rationale claim 15 is rejected. 

Regarding claim 16: The combination Hirni- Beyda teaches a computer 
program [see Hirni; column 41, lines 41-54] for establishing a sidebar conference [see 
Beyda; fig. 1, items 30], the program comprising: 

first code for establishing a conference between a first user, the first user 
having an audio stream, and a second user, the second user having an audio stream, 
the conference having an audio stream [see Hirni; fig. 2A, items 43-43', and 44; column 
6, lines 14-21; column 30, lines 3; column 3, lines 40-42; note that the audio of the 
agent is the audio of the conference]] 

second code for creating a temporary conference [see Hirni; fig. 2A, items 43-43', 
and 44; column 6, lines 14-21]] 

third code for directing the audio stream of the conference to the sidebar 
conference [see Hirni; column 10, lines 60-62]] and 

fourth code for directing the audio stream of the first user to the temporary 
conference and directing the audio stream of the second user to the temporary 
conference, wherein the audio stream of first user and the audio stream of the second 
user are only audible to the first user and the second user [see Hirni; column 10, lines 
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63-67]. The same motivation that was used for claim 1 is also valid for claim 16 [see 
Beyda, column 7, lines 44-56]. By this rationale claim 16 is rejected. 

Regarding claim 17: The combination Hirni- Beyda teaches a computer 
readable medium having stored therein instructions for causing a processing unit to 
execute the following method [see Hirni; column 41, lines 41-54; column 8, lines 25-35; 
fig. 3, item 46, 50, 54]: 

establishing a conference [see Beyda; fig. 1, items 30], between a first user, the 
first user having an audio stream, and a second user, the second user having an audio 
stream, the conference having an audio stream [see Hirni; fig. 2A, items 43-43' , and 44; 
column 6, lines 14-21; column 30, lines 3; column 3, lines 40-42; note that the audio of 
the agent is the audio of the conference]] 

creating a temporary conference [see Hirni; fig. 2A, items 43-43', and 44; column 
6, lines V4-27];directing the audio stream of the conference to the sidebar conference 
[see Hirni; column 10, lines 60-62]\ and 

directing the audio stream of the first user to the temporary conference; and 
directing the audio stream of the second user to the temporary conference, wherein the 
audio stream of first user and the audio stream of the second user are only audible to 
the first user and the second user [see Beyda ; column!, lines 44-56; see Hirni; column 
10, lines 63-67]. The same motivation that was used for claim 1 is also valid for claim 
17 [see Beyda, column 7, lines 44-56]. By this rationale claim 17 is rejected. 
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Response to Arguments 

5. Applicant's Request for Reconsideration filed on 23 March, 2005 has been 
carefully considered but is not deemed fully persuasive. However, because there exists 
the likelihood of future presentation of this argument, the Examiner thinks that it is 
prudent to address Applicants 1 main points of contention. 

A. Applicants contend that the Hirni patent does not show creating a temporary 
conference and "directing the audio stream of the conference to the sidebar 
conference. 

B. Applicant contends that the cited references of Hirni and Meredith do not 
teach or suggest all the claim limitations, and there must be some suggestion or 
motivation to combine the cited references. Neither patents separately or 
individually teach the limitations of the claims and it is not possible to establish 
prima facie case of obviousness. 

6. As to "Point A" it is the position of the Examiner that although the Hirni does not 
teach all details of the limitation, the Beyda patent does so brilliantly [see Beyda, 
column 7, lines 28-55]. However, in view of Applicant's remarks, Applicant's arguments 
are deemed moot in view of the following new grounds of rejection as explained above 
in claims 1,6, 15, 16 and 1 7 

As to "Point B", Examiner's position the examiner respectfully agrees with the 
applicants and removed the rejection under 35 U.S.C. 103(a) over both Hirni and 
Meridith. However, the combination of Hirni and Beyda perfectly show all the limitations 
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of the claim language. As a result, a new rejection under 35 U.S.C. 103(a) over Hirni 
and Beyda is presented in light of the claims substantial amendment. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Application/Control Number: 09/977,832 



Page 1 1 



Art Unit: 2143 

8. Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571) 272- 
3914. The examiner can normally be reached on Monday-Thursday and every other 
Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 305-3719. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 





June 24, 2005 
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